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Abstract: The topic of intellectual property rights (IPR) has advanced significantly in recent years, especially with
regard to trademarks. Different types of trademarks are recognized under the TRIPS agreement. India has also
implemented significant legal reforms to bring its legislation into compliance with the TRIPS agreement. Particular
types of non-conventional trademarks exist that are beyond the current national and international trademark
regulations. In today's commercial environment, unconventional trademarks are starting to carve out their own
niche. This has to be registered and protected by any applicable legal regulations. The greatest barrier to the
registration of non-conventional trademarks like sound, smell, and colour may be the need of graphical represent
ablity because these cannot be meticulously documented in writing. Therefore, new approaches to trademark
registration have to be pursued, especially considering that many countries' laws now expressly or broadly recognise
these kinds of markings as trademarks. As a result, this essay addresses non-conventional trademarks (namely,
sound, smell, and colour marks) and critically analyses the issues surrounding their graphical representation and
Indian registration process.
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1.0 Introduction

In addition to being important for intellectual property, trademarks are also important for the growth of society as a
whole. Trademarks have a multilayered purpose. Because it helps the consumer identify the products or services
they want and avoid using others in the future, a trademark has a positive financial impact.i Furthermore, since that
particular trademark is associated with excellence, infringement allegations arise when a different project makes use
of a similar markii. This protects consumer interests by preventing the latter from unfairly benefiting from the work
and good name of the original mark holder.iii This was limited to pictorial representations in the past, and as a
result, only certain designs or logos were registered as trademarks. In any event, it was believed that the trademarks
were lacking in one very important area due to the advancement of innovation, technology, and consumer
psychology. A growing number of people worldwide are looking at trade marking various combinations as they see
the potential that lies there.iv The fundamental feature of these trademarks is that, although they are not visually
noticeable, they have been granted trademark status due to certain dimensions requiring differentiating evidence
from the perspective of the customer.

In general, a trademark is any mark that is unique to a product and has some connection to its place of origin.
Another type of trademark that does not fit within the classic or conventional trademark categories is called an
unconventional trademark. These trademarks meet all requirements to be considered trademarks, yet because of their
peculiarity, they are challenging to register.

However, due to the volume of trademarks submitted for registration in recent years, the registering authorities have
faced several challenges. The increase in the number of non-traditional trademarks might be attributed to the vague
legal meaning that is assigned to a trademark.v Trademark rules, on the one hand, emphasize the need for an open
definition of the word, one that gives consideration to the mark's purpose. A trademark can be registered for any
mark that fulfills the business requirement of setting the goods in question apart from competing
products.viHowever, the evolution of trademark law has contributed to a greater preference for conventional and
traditional marks. In Section 2(1)(zb), the term "trademark™ is defined. This section's definition is broad and just
serves as an example. It is noteworthy that the final three categories in this definition—"shape of goods,"
"packaging,” and "combination of colors"—were not included in the previous act's definition of mark. These
categories are frequently referred to as "non-conventional trademarks," in contrast to other items on the list that
could be categorized as "conventional trademarks."vii
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A variety of non-traditional trademarks, including as sound, smell, taste, touch, motion, and holographic markings,
have emerged in response to new technology and marketing and advertising tactics.

Certain conditions are required to be satisfied to register an unconventional trademark-

The mark should be intrinsically distinctive.

The mark should be able to distinguish the particular product from other products.

The mark should be capable of graphical representation.

Therefore, the paper discusses the difficulty of registering unorthodox trademarks and outlines ideas to address a
few major and very important questions that are crucial to the domain of atypical trademarks:
1. Does their inclusion result in an unfairly competitive and monopolized market, as well as the depletion of
resources related to intellectual property?
2. Do these marks meet the trademarks' intended purposes?
3. Lastly, is there any misunderstanding about what has been registered as a result of these markers' lack of
visual perception?

2.0 Development of Non-Conventional Trademarks:

Any trademark’s ability to leave an impression on prospective buyers of that goods is what determines its viability.
A product or its portrayal would catch people’'s attention and senses remarkable if it had unusual and unique
qualities. As a result, the producers have started to use a number of odd trademarks. Furthermore, the growth of the
Internet and e-commerce has further broadened the range of signatures that businesses may choose to register as
trademarks.

For example, Internet users would be far more receptive to motion and sound markings than to traditional marks,
which have become increasingly popular in today's commercial environment. viii

3.0 Issues With Non-Conventional Trademarks

According to section 2(1)(zb) of the Act, a trademark is any distinctive mark that may be graphically represented
and is able to differentiate the products and services of one party from those of another. In this approach, the
definition lays forth two broad requirements that a mark must meet in order to qualify as a trademark. Since the term
"mark" has a broad definition, non-conventional markings may fall under the purview of trademarks if they meet the
requirements for both uniqueness and graphical representability.

The registration of non-conventional markings as trademarks is complicated by a few other factors. The uniqueness
criteria are the main problem. While customers may reliably recognize some non-conventional trademarks, such as
color and form, others, such as scent and taste marks, may not be recognized in the same way, leading to confusion
among consumers. However, this is only a practical issue rather than a legal barrier to registration, as a mark can
become distinctive via usage and hence satisfy all trademark criteria even if it may not be unique at first.ixThe
graphical representability of the mark that has to be recorded is the second problem.

4.0 Non-Conventional Trademarks And Its Graphical —Representation
As mandated by Section 2(1)(zb) of the Act, the sign must be visually portrayed xin order for it to be the subject of a
legitimate application for registration. The phrase "able to be represented graphically” would suggest that the mark
must be able to be registered in a physical structure in a certain format and also published in a journal. xiThe mark is
shown by the fixed viewpoint provided by the graphical depiction.xii
The Court elucidated the two primary rationales for the requisite graphical representation criteria in Swizzels
Matlow Ltd's Application (number 2):
a) To provide merchants the ability to clearly identify which products other traders—whether operating in a
comparable industry or not—have registered for trademark registration.
b) To provide the general public the authority to accurately choose the sign that is the subject of a trademark
registration.xiii
A mark is considered to be visually represented when three requirements are met.
i It is possible to determine the mark from the graphical representation alone, without the need for any
illustrative instances.
ii. The graphical depiction rather than the mark itself may continue to exist.
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iii. It is reasonable to assume that anybody looking through the trademark register or perusing the trademark
journal will be able to understand the trademark's purpose from its pictorial depiction. Any color
guidelines, scientific measurements, or notation used to represent markings must be precise and

a) make it logically possible for framework users to probably have a fair understanding of the mark, and
b) Have the ability to accurately compare the sign the applicant is using or intends to use with other signs of a
similar nature.xiv

The issue of Graphical Representation of Non-conventional Trademarks is mostly one of practicability rather than
law. When combined with uniqueness, it might function as a real roadblock in the process of registering non-
traditional trademarks. This is particularly valid for scent, sound, and color markings.

4.1 Smell Mark : This is a very contentious trademark that has received a lot of attention recently. Despite the
difficulties in registering scents as trademarks, only a small number of items have been registered as trademarksxv,
and numerous scents have recently been withdrawn or rejected from trademark registers across many countries. xvi
Ralf Sieckmann v. German Patent Office is one such exemplary instance where the registration of a scent mark was
refused due to, among other things, the non-satisfaction of the graphical represent ability standards. In this case, the
primary question was whether a smell described as having a "fruity, cinnamon-tinged scent with a balsamic
undertone™ may be registered as a trademark for particular services.

Following a referral from the German Federal Patents Court, the European Court of Justice (ECJ) determined that
graphical representation alone is insufficient for registration and that it must also satisfy the following requirements:
i It needs to be precise, comprehensive, and unambiguous in order to make the purpose of the exclusive
privilege immediately apparent.
ii. It should make sense to those who are eager to learn more about the register, such as various producers and
customers.

After laying out these requirements, the court noted the additional difficulties in visually portraying scent marks:
i It was not feasible to depict as a drawing.
ii. Representing the material by its chemical formula would be incorrect because it only describes the
substance's physical properties, not its aroma.

Storage of a sample of the substance with the registry was not an option because, first, it was not a graphical
representation and, second, smells being unpredictable may fade and even vanish over some undefined time frame.
In addition, registration by chemical formula requires clarity and accuracy due to the fact that not many people
would have the necessary technical knowledge to interpret the smell of a substance from its formula, but also
because a similar substance would give distinctive smells at various temperature, concentration, and so on.
Ultimately, the court determined that even while olfactory indications might be unique, they could not be registered
as trademarks since a fair and perfect pictorial depiction is impossible for them.xvii In contrast, the Trademark
Manual of Examining Procedure in the United States that if a mark consists only of a non-visual element—such as a
sound or smell—trademark applicants are not required to provide a sketch of the mark. Instead, it is expected of
applicants to include a thorough written statement that clearly explains the non-visual mark.xviiiThe primary case in
the US where scent mark registration was allowed was In Re Celia Clarke; however, this judgment did not address
pictorial representation. For use with sewing thread and weaving yarn, the applicant requested trademark protection
for an aroma that they described as "a high impact, fresh, floral fragrance reminiscent of Plumeria blossoms." Even
though the registration was initially denied, it was approved in advance because the appellate board believed that if
the applicant's fragrance served to prove its origin, potential buyers might quickly be able to distinguish competing
goods from one another among the vast array of scents.xix

Drs. Richard Axel and Linda B. Buck, recent Noble laureates, have shown that every human body's olfactory
receptor cell is connected by a single odourant receptor gene. The majority of scents are composed of several
odourant molecules, and each molecule triggers a small number of odourant receptors, causing a ‘odourant pattern' to
form.xx Thus, it is possible to create a precise "odour matrix" (similar to the shade outlines in the Pantone
framework) xxifor the purpose of classifying and differentiating scents. This might address the problem of scent
markers' graphical representability to the extent of their likelihood of being represented. Nevertheless, the accuracy
of this representation and the viability of maintaining samples with registries remain unclear, which are additional
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questions raised by Sieckmann's instance. Although there is now no solution available, the aforementioned finding
could provide a means of addressing the problem of expressing scent markings.

4.2 Sound mark : Here is another unconventional trademark that examines the problem of graphical represent
ability. The standard practice for graphically representing a sound mark is to use written descriptions and musical
notation. Practically speaking, though, not everyone is able to read written music. Furthermore, written musical
notation, although exhibiting pitch, often does not convey tone; nonetheless, various tones can be employed;
specifically, musical notation provides a 'description’ of the music rather than just the music itself. Depositing a
digital audio recording with the registrar in place of a graphical depiction is an obvious approach. However, the
INTA rejected this idea as unworkable because, first of all, the Trademark Registry cannot disseminate sound;
instead, people must visit the registry in order to hear it, and it would be difficult for the registry to keep track of so
many sound samples.xxii

In the US, UK, and Canada, sound markings are legally eligible for trademark registration. Even while the judiciary
first took some conventional views on this matter, the registration of sound markings has been the norm in more
recent years.xxiii Furthermore, even though sounds may be visually represented using musical notes as a guide, it is
a problem because different trademark registries do not recognize sound markings.xxiv

Due to the case of Shield Mark BV v. Joost Kist h.o.d.n.Memex, the European Court of Justice (ECJ) noted that
when a sound is graphically represented by means of a written description, the registration of graphical
representation is not satisfied; this is an indication that the sign consists of the notes that will constitute a musical
work.

ii. Evidence that it is an animal's scream
iii. By techniques for arranging notes in a melody

However, if the sound is represented as "a stave divided into measures and showing, in particular, a clef, musical
notes and rests whose form indicates the relative value and, where necessary,xxvaccidentals,” then the prerequisites
for graphical representability are met.xxvi

Moreover, sound markings may be required under Indian trademark law. The ECJ's proposed Shield Mark
alternatives are too complex to pursue; instead, a practical solution would be to save the sound mark in a
computerized trademark library that is accessible to all users. In addition, a written description of the mark in the
form of musical notes should be retained with the registration. This will benefit the experts who may review the
notations in the unlikely event that a disagreement arises.

4.3 Colour Marks : In two formats, colors can be used as trademarks either as a single color or as a mixture of
colors. In a few national statutes, the last one has been specifically mentioned as a mark type that can be used as a
trademark.”" This incorporation resolves previous disputes over whether a color combination could even be
considered a "mark" and whether it could be sufficiently distinctive to be registered as a trademark. The House of
Lords addressed these issues in Smith Kline and French Laboratories Ltd. v. Sterling Winthrop group. ™"
Examining the ECJ's decision in Liberal Group BV v. Benelux is essential to understanding the problem of graphical
depiction of non-conventional trademarks.”™ In this case, the question was whether a mark made up of just the color
"orange" may be filed for trademark registration. Under the Ralf Sieckmann case, the European Court of Justice
(ECJ) highlighted the requirements for graphical representation, holding that it must be 'clear, accurate, independent,
effectively open, understandable, harsh and target'. The question in this case was identified by a generally known
color identification number, a portrayal of the color in phrases, and a sample of the color on a flat surface. The court
accepted to determine if this representation meets the previously stated requirements. A coloralone sample cannot
pass the test easily since it is not durable and will eventually lose its distinct color. However, in order to create a
graphical representation, assigning a color using any globally accepted color identification system, such as Pantone,
may be taken into consideration, as these codes are thought to be reliable and accurate. The problem was addressed
in the ECJ's ruling in the Libertel case, and using the Pantone color scheme can be quite helpful in this regard. The
Pantone system is a commercial framework that uses amazing, unique codes to classify over a thousand distinct
tones and allocates them numerically. India may thus employ Pantone or any other globally known color
identification code™ to address this graphical representability issue while keeping in mind other objectives like
avoiding color fatigue and being unfriendly to rivalry.

51|Page

Dr. Meenakshi Dahiya:- Non-Conventional Trademarks And Its Issues Related To Registration In India


http://www.ijim.in/

International Journal of Information Movement Vol 8issueV  (September,2023)
Website: www.ijim.in ISSN: 2456-0553 (online) Pages 48-55

5.0 Registrability of non-conventional trademarks in India:

5.1Registration of Sound Trademark: Before the aforementioned Rules were published, sound mark registration
was actually quite problematic. The applicant uses to record audio markings by either visually depicting them or by
writing out the melody. But now that the Trademarks Rules 2017 have been implemented, there is a way to register
a sound mark.

The modified Rules provide for the submission of sound mark registration applications. An MP-3 sound file that is
no longer than thirty seconds, together with a visual depiction of its notation, must be sent with the program.
According to TM-A, sound markings that depict certain musical notes must be submitted to the address designated
for the trademark.™

5.2.Registration of Colour Trademark: The Trademark Act outlines the process for registering a color trademark.
The person who must get registration must, first and foremost, submit an application to the appropriate Trademark
Registrar for registration with respect to goods or services. The Registrar has the option to approve or reject the
application. An advertisement is made regarding the application upon acceptance. The Registrar will register the
specific trademark if, following the advertisement, there is no resistance to the application.

5.2.1. Registration of Single colour Trademark : In rare circumstances, a single-color trademark may be
registered as most typical customers do not base their expectations about the source of products and services solely
on color. It can be registered if two items are present.

e In the event that something in a business or commercial organization is unusual or out of the ordinary
o |f buyers recognize that it represents the place of origin of a certain product.

The Trademark Examiner typically questions applications for single-color trademark registration since they are
unable to discern specific items from similar products.

5.2.2. Registration of Combination of Colour Trademark : The combination of colors is permitted for trademark
registration. For this reason, two requirements must be met:

e They must be distinctive.
e They have the ability to discern between products and services provided by one person and those provided by
another.

In order to secure trademark registration for a combination of colors, one must demonstrate that the colors are likely
to be seen by consumers as a trade source.

Evidence that clearly demonstrates that a color trademark is capable of representing a product of a particular
business organization and that it is solely identifiable with the business alone should be submitted at the time of
registration in order to avoid any kind of objection. Single-color trademark registration is quite rare in India. Even
though the registration process is the same for both™*", there are many more registrations for combinations of color
trademarks than for single color trademarks.

5.3. Registration of Smell Trademarks:A trademark is defined under the Indian Trademarks Act as a mark that
may be graphically displayed and that can be used to identify one person's goods or services from those of another.
Therefore, in accordance with Rule 25 (12)(b) of the Trademark Rules, 2002°", a trademark application must
include a graphical representation of the mark, and Rule 28 **"and 30 stipulate that a mark that is to be protected
must be rendered on paper in a durable form.”" As a result, this restriction prevents olfactory markings from being
accepted in India as valid trademarks.The very fact that scent marks are subjectively defined and constantly up for
interpretation is the reason why they are so seldom registered in other countries while they are completely
unregistered in India. The notion that subjective judgments are insufficient for determining whether the smell mark
serves as a trademark stems from the challenges posed by people's perceptions of scents. One of the hardest
trademark categories to get and one of the hardest to depict visually is later scent.”*""
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6.0 Conclusion And Suggesstions

In general, trademark law acknowledges the protection of marks with psychological significance. Any new symbols
or marks that have a strong psychological effect on customers' minds and a significant economic bearing should be
protected by trademark law. The difficulty of officially registering these marks as trademarks shouldn't prevent their
use, and in order to control the expense of protection for the owners of these non-traditional trademarks, new
methods for identifying and classifying these marks should be developed. When it comes to scent markings, the
majority of odors are composed of several odorant molecules, and each odorant molecule triggers a small number of
odorant receptors, causing a "odourant pattern" to form. As a result, it is possible to construct a precise "odour
matrix" (similar to the shade outlines in the Pantone framework) for categorizing and differentiating scents. This
might address the problem of scent markers' graphical representability to the extent of their likelihood of being
represented. Color combinations are even used to identify national flags of nations worldwide. When trademarks are
limited to a single color, any globally accepted color coding system, such as Pantone, may be used to create a visual
representation of the color as these codes are thought to be reliable and accurate. The Trademark Rules, 2017's Rule
26 provides criteria for the sound trademark’s representation. Regarding the specific clause pertaining to the sound
mark, it is evident that they have included an mp3 format, with a duration of no more than thirty seconds, and that
they also need to include a graphical depiction of the sound mark.

Given that there is no distinct registration process for non-conventional trademarks, it is evident from discussing all
of the rules pertaining to non-conventional trademarks that the current legislation has made the registration of non-
conventional trademarks more challenging. Therefore, the Legislature must take the required actions to alter the
current Trademark Laws in order to facilitate the registration of non-conventional trademarks.
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